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Canada �ling data reveals signi�cant growth despite delays

Canadian trademark �lings grew 8.2% in 2021 – up from 2.3% growth in 2020
CIPO backlog means applications still face three-year wait to registration
North America dominates activity, with PetSmart and Gowling most proli�c �lers

Canadian trademark �lings have rebounded strongly after modest growth in 2020. However, substantial delays to examination and the impact of
the covid-19 pandemic mean that the Canadian Intellectual Property O�ce (CIPO) and local agents have their work cut out for them. We speak to
Jennifer L Morton and Janice M Bereskin – partners at the country’s top two �ling agents, Gowling WLG and Bereskin & Parr LLP – to assess the
landscape.

Although the total number of Canadian trademark applications has continued to climb each year, annual growth fell from a whopping 10.4% in
2019 to a meagre 2.3% in 2020. Activity now seems to be recovering, as CIPO received over 78,400 trademark applications in 2021 – an 8.2%
increase on 2020. This is the second highest annual growth in the past decade – surpassed only by the 10.4% leap in 2019, when the country’s
new Trademarks Act entered into force.
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Applications face a three-year wait to registration

Trademark �lings are a positive indicator of innovation. But rising �gures are not all good news. It is no secret that CIPO is struggling with a huge
backlog of unexamined applications. “The time from �ling to registration on most trademark registers is measured in weeks or months. In
Canada the average time to obtain registration is currently three years,” states Robert Reading, head of content strategy at Clarivate IP Group.

Trademarks that reached registration in December 2021 were typically �led in December 2018. This includes applications that have been delayed
due to o�cial and third-party objections. But even without objections, the fastest that a Canadian application can reach registration is currently
around 640 days (1.75 years).

“The registration time in Canada has never been fast by global standards, but it deteriorated signi�cantly when the new Trademarks Act was
implemented in June 2019 and again in early 2020 due to covid-related disruptions,” Reading observes.

Canada’s accession to the Madrid System under the new Trademarks Act led to a higher than anticipated volume of trademark �lings, Hans
Parmar, spokesperson for Innovation, Science and Economic Development Canada, admitted to WTR last autumn.
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“Neither CIPO, nor long-time practitioners like myself, anticipated that Canada would quickly become the fourth most designated country in
Madrid Protocol �lings,” re�ects Morton. “The sheer volume of new applications into Canada was well beyond expectation. We simply did not
have enough examiners.”

The amendments to the Trademarks Act, combined with a shortage of trained examiners, also raised issues relating to the assessment of
distinctiveness. Distinctiveness was a consideration previously reserved for Canada’s more seasoned Opposition Board. Now, distinctiveness is
assessed at examination level and alleged non-distinctiveness objections are frequently being raised, adding further delays and expense to
applicants. 

“There has been a steep learning curve by our examination section on the assessment of distinctiveness, a concept which mature trademark
professionals sometimes have di�culty understanding, and certainly a sophisticated one to teach, and to learn, for a new Canadian trademark
examiner who might be entirely new to the world of trademarks,” Morton says. 

CIPO operations were further disrupted in March 2020 when covid-19 hit. The pandemic forced the o�ce to divert time and attention to
developing policies for covid extensions and remote working. While the o�ce remained open, examination slowed as staff who required access
to paper-based documents were instructed to work from home.

The backlog has therefore been the result of a perfect storm of unforeseen factors. But the o�ce is working hard to address the delays.

In May 2021 CIPO introduced a series of measures to improve timeliness, including triaging applications where goods and services have been
selected from a pre-approved list and expanding the number of pre-approved goods and services in the Goods and Services Manual. By
November, 15,601 entries had been added to the Goods and Services Manual, while 79 new trademark examiners had been hired, with plans to
employ additional staff over the next two years.

“Policy o�cials have worked tirelessly to educate examiners, as well as the profession and brand owners, on their approach to [the
distinctiveness] consideration,” Morton also notes. This has been “a tough evolution”, but the noise surrounding the distinctiveness assessment
seems to be subsiding. “While there is no love for this objection, there appears to be a better understanding of the concept and CIPO’s application
of this assessment which we owe in large part to the extensive work of CIPO,” she says. 

By December 2021, CIPO had seen a 120% increase in �rst o�ce actions issued and a 40% increase in approvals. Meanwhile, the backlog
appeared to be stabilising, with applications hovering around the 180,000 mark for almost two months.

But there is still some way to go. Although the average time to registration has �uctuated dramatically since the new measures were introduced
in May, it still remains closer to its June 2019 peak (1,191 days) than the January 2018 average (888 days), when CIPO was experiencing the last
highest annual growth year.
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“Canada is one of the worst countries monitored by WIPO for the delay between �ling and �rst examination,” states Bereskin. “The backlog of
applications awaiting examination is huge, and without substantially increasing the number of trained examiners, and proper supervision, the
backlog is unlikely to be reduced signi�cantly in the near future.”

For her, and others, the interim measure of prioritising applications containing pre-approved descriptions of goods and services is not enough.
“Unfortunately, the approved list is neither su�ciently comprehensive nor entirely up to date,” Bereskin says, although CIPO is considering
requests to update the list and will allow expedited examination in certain restricted circumstances.

North America dominates �lings, with PetSmart and Gowling most proli�c

Most Canadian trademark applicants in 2021 (30,307) were domestic, while 20,671 originated from the United States. As such, North America
accounted for two-thirds of the total �lings. What is more, six of the top 10 most proli�c �lers were US companies.

Top 10 �lers – 2021
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Owner Country of origin Number of �lings

PetSmart Home O�ce United States 372

L'Oreal France 289

Unilever United Kingdom/Netherlands 150

IGT United States 132

Glaxo Group United Kingdom 120

Johnson & Johnson United States 111

Procter & Gamble United States 99

LG Household & Health Care South Korea 92

Home Depot International United States 89

Amazon United States 79

Source: CompuMark

This is hardly surprising. What is interesting is that since the amendments to the Trademarks Act in 2019, the response among foreign �lers has
varied.

Foreign �lings remain generally �at as a whole. But Chinese applications are trending up each year, while �lings from Europe and other countries
outside North America have declined. Even US �lings dipped in 2020 – likely because of the pandemic – and only just returned to 2019 levels in
2021.
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However, since Canada o�cially became a member of the Madrid System, foreign applicants are increasingly designating the country in Madrid
applications. The 2019 Trademarks Act eliminated use anywhere as a precondition for registration in order to encourage Madrid �lings, Bereskin
says. “In this, the Canadian government succeeded only too well, as evidenced by the increasing rate of Madrid �lings, but at substantial cost to
Canadian and other applicants who do not rely on Madrid,” as Madrid applicants have priority.

In terms of who is representing applicants in Canada, over 650 agents were appointed in at least one application as of 31 December 2021,
reports Blake R Wiggs at Canadian Trademark Intelligence. The most popular was Gowling WLG, followed by Bereskin & Parr and Smart &
Biggar.

https://canadiantrademarkintelligence.blogspot.com/2022/01/2021-agent-rankings.html?_sm_au_=iVVj47PNGGLbqqKHvMFckK0232C0F
https://canadiantrademarkintelligence.blogspot.com/


Top 10 representatives – 2021

Representative Number of �lings

Gowling WLG 4,053

Bereskin & Parr 2,276

Smart & Biggar 2,156

Borden Ladner Gervais 1,702

ROBIC 1,504

Ridout & Maybee 1,027

Fasken Martineau Dumoulin 953

Osler, Hoskin & Harcourt 867

Witmart 844

Trademark Angel 707

Source: CompuMark

Interestingly, Trademark Angel’s �lings are attributed to a single individual in Wiggs’ data – Anita Mar. In fact, 10% of the top 50 agents identi�ed
by Wiggs are individuals.

“The data-driven rankings arguably shed some light on the highly competitive, price-sensitive nature of a large segment of the Canadian
trademark �ling scene,” he says. “Some individual agents outrank a number of multi-agent �rms in terms of total appointments in 2021 �lings.
This could of course be due to factors such as marketing, reputation, business e�ciencies, etc; but I suspect that pricing plays a de�nite part.”

Pricing will continue to be front of mind for applicants, especially in an environment where it can take years for an application to reach
registration. For agents, the hope will be that rising application numbers offset any price pressure. In the meantime, CIPO continues to face a
signi�cant challenge as it looks to clear the backlog and reduce pendency.
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